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DETAILED ACTION 
Claim Rejections - 35 USC § 102 

1 . The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(e) the invention was described in (1 ) an application for patent, published under section 122(b), by 
another filed in the United States before the invention by the applicant for patent or (2) a patent 
granted on an application for patent by another filed in the United States before the invention by the 
applicant for patent, except that an international application filed under the treaty defined in section 
351(a) shall have the effects for purposes of this subsection of an application filed in the United States 
only if the international application designated the United States and was published under Article 21(2) 
of such treaty in the English language. 

2. Claim 1-4, 7-11. 14-18, 21-25. and 28 are rejected under 35 U.S.C. 102(e) as 
being anticipated by Miyamoto et al. (6456391). 

With regard to claim 1. Miyamoto discloses a printer user interface comprising: a 
display for displaying information, including messages to a user (item 49, in Fig. 2; and 
col. 5, lines 57-97, and col.6, lines 1-4), an input device for enabling the user to respond 
to the displayed messages (See for example, col.7, lines 4-9), an interface to a 
detachable memory, I, e, memory card, device including at least one image file (See for 
example, coL3, lines 55-61), and a processor coupled to said input device, said display, 
and to said interface, said processor responsive to a first user input to print a thumbnail 
of said at least one image file in the same orientation in which said image file was 
acquired by utilizing stored orientation information (item 22 in Fig.2 and col. 3, lines 20- 
27). 

Claims 2 and 3 are rejected the same as clime 1 . As to the second and third 
user, it is analogous variation of what is in fact discussed above in claim 1 , thus. 
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argument presented above for claim 1 is not repeated herein, but Is incorporated by 
reference. 

With regard to claim 4, the user Interface of claim 1 , wherein said at least one 
image file is assigned a unique identification (given the broadest reasonable 
interpretation, the Identification I, e., Im1-lm9, does read on unique identification), In 
said detachable memory device, and wherein said thumbnail Is printed with said unique 
identification (Fig. 4). Also, Applicant's attention Is further invited to (Col.5. lines 3-21). 

With regard to claim 7, the user interface of claim 1 , wherein a printed size of 
said thumbnail Is determined by a size of a sheet on which said thumbnail is to be 
printed (See for example, col.5, lines 3-8). 

Claim 8 recites Identicai features as claim 1, and thus rejected the same as claim 
1 . Hence, arguments presented above for claim 1 are not repeated herein, but is 
Incorporated by reference. 

Claim 10 recites identical features as claim 3, and thus rejected the same as 
claim 3. Hence, argument presented above for claim 3 is not repeated herein, but is 
Incorporated by reference. 

Claim 1 1 Is rejected the same as claim 4. Thus, argument similar to that 
presented above for claim 4 is equally applicable to claim 1 1 . Hence, argument 
presented above for claim 1 1 is not repeated herein, but Is Incorporated by reference. 

With regard to claim 14, the printer of claim 8, wherein a printed size of said 
thumbnail is determined by a size of a sheet on which said thumbnail is to be printed 
(See for example, col.5, lines 3-8). 
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With regard to claim 15. a method of printing images comprising the steps of: 
acquiring at least one image in a digital file format See for example, coL 6, lines 53-57), 
and printing a thumbnail of said at least one image file in the same orientation in which 
the image file was acquired by utilizing stored orientation infornnation (See for example, 
col. 3. lines 20-27). 

With regard to claim 16. the method of claim 15, wherein said at least one image 
file is a plurality of Image files forming a set of image files, said method further 
comprising the step of printing an index page of thumbnails of a selected subset of said 
plurality of image files (See for example, col. 2 lines 5-10). 

With regard to claim 17. The method of claim 15, further comprising printing a 
specified number of thumbnails for each of said at least one image file (See for 
example, col. 5 lines 15-21). 

Claim 18 is rejected the same as claim 4 except claim 18 is a method claim. 
Hence, argument presented above for claim 3 is not repeated herein, but Is 
incorporated by reference. 

With regard to claim 21, the method of claim 15, further comprising the step of 
determining a printed size of said thumbnail from a size of a sheet on which said 
thumbnail is to be printed (See for example, coL5, lines 3-8). 

Claim 22 is rejected the same as claim 1 . Thus argument similar to that 
presented above for claim 1 is not repeated herein, but is incorporated by reference. 
Claim 22 distinguishes from claim 1 only In that claim 22 recites a memory media, 
including instructions for controlling a user Interface comprising a display for displaying 
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information, including messages to a user, an input device for enabling the user to . 
respond to the displayed messages, an Interface to a detachable memory device 
including at least one image file, a processor coupled to said input device, said display, 
and to said interface, said memory media comprising: means for controlling said 
processor to print a thumbnail of said at least one image file in the same orientation in 
which the image file was acquired by utilizing stored orientation information. Miyamoto 
(See for example. Fig. 2, item 24) teaches this feature. 

With regard to claim 23, the memory media of claim 22, wherein said at least one 
image file is a plurality of image files forming a set of image files, and said memory 
media further comprises means for controlling said processor to print an index page of 
thumbnails of a selected subset of said plurality of innage files (See for example, col. 2 
lines 5-10). 

With regard to claim 24, the memory media of claim 22, further comprising 
means for controlling said processor to print a specified number of thumbnails for each 
of said at least one image file (See for example, col. 5 lines 15-21). 

Claim 25 is rejected the same as claim 4. Hence, arguments presented above for 
claim 4 are not repeated herein, but is incorporated by reference. 

With regard to claim 28, the memory media of claim 22, further comprising 
means for controlling said processor to detemnlne a printed size of said thumbnail from 
a size of a sheet on which said thumbnail is to be printed (See for example, col.5, lines 
3-8). 
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Claim Rejections - 35 USC § 103 

3. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 

obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 1 02 of this title, rf the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

4. Claims 5,6, 12.13. 19, 20, 26, and 27 are rejected under 35 U.S.C. 103(a) as 
being unpatentable over Miyamoto et al., (6456391) in view of Brogliatti et a!., 
(6564225). 

With regard to claim 5, Miyamoto et al., discloses all of the claimed invention 
discussed above in paragraph 2, and incorporated herein by reference. Claim 5 is 
distinguishes from claim 1 only in that it recites, "thumbnail is printed with said image 
number and date". However, Brogliatti et al. (See col. 8, lines 30-47) teaches this 
feature. 

Therefore, it would have been obvious to a person of ordinary skill in the art to 
employ the teaching as taught by Brogliatti et al., into the system of Miyamoto et al., and 
to do so would at least assists the user to search the system to locate and retrieve the 
desired image(s) by a specific date or number. 

Claim 6 is rejected the same as claim 5. Thus argument similar to that 
presented above for claim 5 is not repeated herein, but is incorporated by reference. 
Claim 6 distinguishes from claim 5 only in that it recites "image number, and said date 
are printed outside of a border of said thumbnail", Broglitti et al., (See Fig. 5A) teaches 
this feature. 
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Claim 12 is rejected the same as claim 5. Thus, argument similar to that 
presented above for claim 5 is equally applicable to claim 12. Hence, argument similar 
to that presented above for claim 5 is not repeated herein, but Is incorporated by 
reference. 

Claim 13 is rejected the same as claim 6. Thus, argument similar to that 
presented above for claim 6 is equally applicable to claim 13. Hence, argument similar 
to that presented above for claim 6 is not repeated herein, but is incorporated by 
reference. 

Claim 19 is rejected the same as claim 5 except claim 19 is a method claim. 
Thus, argument presented above for claim 5 is not repeated herein, but is incorporated 
by reference. 

Claim 20 is rejected the same as claim 6 except claim 20 is a method claim. 
Thus, argument presented above for claim 5 is not repeated herein, but is incorporated 
by reference. 

Claim 26 is rejected the same as claim 5 Thus, argument presented above for 
claim 5 is not repeated herein, but is incorporated by reference. Claim 26 distinguishes 
from claim 5 only in that it recites a memory media Miyamoto et al., (Fig. 2, item 24) 
teaches this feature. 

Claim 27 is rejected the same as claim 6 Thus, argument presented above for 
claim 6 is not repeated herein, but is incorporated by reference. Claim 27 distinguishes 
from claim 5 only in that it recites a memory media Miyamoto et al., (Fig. 2, item 24) 
teaches this feature. 
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Conclusion 



5. The prior art made of record and not relied upon is considered pertinent to 
applicant's disclosure, US Patent Numbers: 5717838, 5917488, and 6166823. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Zebene T Sanbet whose telephone number is 703-306- 
3430. The examiner can normally be reached on 8:30am - 5:00pm. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Edward Coles can be reached on 703-305-4712. The fax phone number for 
the organization where this application or proceeding Is assigned is 703-872-9306. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toil-free). 



Zebene T Sanbet 

Examiner 

Art Unit 2622 



February 18, 2004 



^EDWARD COLES 
SUPERVISORY PATENT EXAMIWER 
TECHWOLOGY CEMTER 2600 




